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DETAILED ACTION 
Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

I (a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 

section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-3,5,7,12-14 and 24-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over LoBiondo et al. in view of Coons et al. 

LoBiondo et al. teaches a consumable supplies monitoring/ordering system for 
reprographic equipment. Specifically, LoBiondo et al. teaches detecting the occurrence of a 
marketing event for a customer having one or more printing devices, the marketing event 
regarding printing device replaceable components for use by the printing devices of the customer 
(column 1; lines 45-51). Examiner notes that Applicant fails to define "marketing event" in the 
specification. In fact that term is not even introduced until the claims. As such Examiner must 
give the term it's broadest reasonable interpretation. Therefore, Examiner asserts that submitting 
order for supplies, as taught by LoBiondo et al. represents a marketing event. 

LoBiondo et al. teaches determining a historical printing device usage of the printing 
devices by the customer (column 2; lines 54-68). Examiner notes that usage information by 
definition is "historical" since the counters can only track the usage after it happens (i.e. in the 
past). As such the data stored in the counters of LoBiondo et al. must be historical usage. 1 
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LoBiondo et al. does not teach determining a price for the printing device replacement 
components based on the historical printing device usage of the customer's printing device nor 
transmitting a price. Examiner notes that LoBiondo et al. fails to teach any payment techniques. 

Coons et al. teaches a usage-based billing and management system and method for 
printers and other assets. In particular Coons et al. teaches determining a price based for the 
printing device replacement components based on the historical printing device usage of the 
printing device and transmitting a price. Examiner first references column 2; lines 44-46, which 
states that systems are known to track usage from reprographic machines to track the inventory 
of supplies consumed by those machines. Examiner notes that this represents using the usage of 
the printing device to track the supplies the machine uses. ' 

Next Examiner references column 8; 49-52 which states that a billing company generates 
an invoice based on aggregated usage data associated with the assets. Examiner notes that the 
invoice of Coons et al. is for the consumables, this is supported on column 2; lines 50-56, where 
Coons et al. states that the purpose of the invention to improve upon systems that transmit 
requests for consumables but don't support remote access to the usage data. Clearly the invoice 
generated based on the aggregate usage data is for the consumables ordered. 

Additionally, Examiner asserts that aggregated usage represents historical usage, as the 
usage must have already occurred in order for it to be aggregated or totaled. The system could 
not aggregate usage that has not happened. 

Further, Merriam Webster's Collegiate Dictionary defines invoice as a list of goods 
specifying the price. Therefore to generate an invoice a price must be determined. Examiner 
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asserts, that to generate an invoice based on aggregated usage represents determining a price for 
the consumables based on the historical usage of the printing devices. 

Examiner further notes that an invoice represents a transmitted price. In addition, one of 
ordinary skill in the art would recognize that an invoices are used in order to facilitate payment. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the consumable supplies monitoring/ordering system of LoBiondo 
et al. to allow the supplier to generate an invoice (price for consumables) based on the 
aggregated (historical) usage data associated with the assets (reprographic equipment) as taught 
by Coons et al. One of ordinary skill in the art would have been motivated to combine the 
references in order to facilitate payment. 

LoBiondo et al. teaches calculating a number of pages printed by a particular brand of 
printing devices owned by the customer (claim 2). Examiner references column 2; lines 65-68 
which states ink consumption (usage) can be derived on the basis of average marking material 
usage per sheet. Per sheet represents number of pages printed. 

Examiner further notes that since LoBiondo et al. teaches the ability to track at least one 
reprographic machine, therefore in the situation where there is only one machine being tracked, 
the system inherently tracks the usage of a particular brand, as there would be only one brand. 

LoBiondo et al. teaches calculating a number of pages printed by a particular brand of 
printing devices owned by the customer over a usage time period (claim 3 and 24). Examiner 



Application/Control Number: 09/942,296 Page 5 

Art Unit: 3627 

references column 2; lines 62-65, "usage information can be derived relating to the number of 
sheets of each size of paper . . . used in a predetermined time period." 

Examiner notes that "a predetermined time period", as taught above by LoBiondo et al. 
represents wherein the usage time period is a fixed time period (claim 5). 

LoBiondo et al teaches that the marketing event comprises receiving an order for one or 
more replaceable components from the customer. Examiner references column 3; lines 26-30, 
"At the supplies reordering location, a modem receives data from or provides data to the link. 
Data from the network comprises primarily orders for supplies consumed in the network " 

Examiner notes that the replaceable component for which a price is determined by 
LoBiondo et al. in view of Coons et al. represents a device presently ordered (claim 12) and 
devices that are available for sale (claim 13). Examiner once again references Coons et al. 
column 8; lines 49-52, specifically that a billing company generates an invoice. Examiner notes 
that it is obvious when an invoice is generated (determine price) that the product for which the 
invoice is generated (price determined) is currently ordered. Examiner notes that if the product 
were not presently ordered, the billing company would not generate an invoice. Additionally, it 
is obvious that an item which is currently ordered is also available for sale, or it would not have 
been ordered. 
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LoBiondo et al. does note teach referring to a pricing table to determine the price as a 
function of historical pricing device usage (claim 14 and 25). As discussed in detail above, 
Coons et al. determines price as a function of usage. This is illustrated on column 8; lines 49-52 
of Coones et al., "generate an invoice based on aggregate usage data." Coons et al further 
teaches that all data used to generate this invoice is managed and stored in a data store or 
database (column 8; lines 52-57). Examiner notes that the tables within the data store of Coons 
et al. that are used to generate the invoice represent pricing tables. 

Further it would be obvious to one skilled in the art that if price is based on usage, then 
you will have a first price based on a first amount of usage and second price based on a second 
amount of usage and that these differences will be stored in the database tables. This is the 
definition of usage based pricing (i.e. price alters with usage). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the consumable supplies monitoring/ordering system of LoBiondo 
et al. to allow the supplier to generate an invoice (price for consumables) based on the 
aggregated (historical) usage data associated with the assets (reprographic equipment) using a 
pricing table in a data store wherein the price changes based on the amount of usage as taught by 
Coons et al. One of ordinary skill in the art would have been motivated to combine the 
references in order to facilitate payment. 
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Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over LoBiondo et al in 
view of Coons et al. as applied to claims 1-3,5,7,12, and 13 above, and further in view of 
Dictionary of Business Terms. 

The combination of LoBiondo et al. in view of Coons et al., as described in detail above 
does not teach the usage time period is a moving average. Dictionary of Business Terms defines 
moving average as the average price of inventory, constructed on a fixed period, used to show 
trends for the latest interval. Dictionary of Business Terms goes on to give the example of the 
"past 30 days". 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the combination of LoBiondo et al. in view of Coons et al. by 
defining the predetermined time period of LoBiondo et al. to be a moving average as taught by 
the Dictionary of Business Terms in order to show trends for the latest interval. 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over LoBiondo et al. in 
view of Coons et al. as applied to claims 1-3,5,7,12, and 13 above, and further in view of Official 
Notice. 

The combination of LoBiondo et al. in view of Coons et al., as described in detail above 
does not teach calculating the average number of pages printed per month. 

Examiner once again points out that LoBiondo et al. teaches that usage information can 
be derived relating to the number of sheets of each size of paper used in a predetermined time 
period, however as expressed above LoBiondo et al. fails to specify the exact length of the time 
period (e.g. a month). 
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Examiner takes Official Notice that a month is an old and well known predefined time 
period used to tabulate information. For instance utility companies bill customers based on 
monthly usage, banks send out monthly statements and mortgage companies require monthly 
payments. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the combination of LoBiondo et al. in view of Coons et al. by 
defining the predetermined time period of LoBiondo et al. as a month as taught by Official 
Notice. One of ordinary skill in the art would be motivated to modify the references in order to 
provide users with a standard and well-established time frame. 

Claims 8 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
LoBiondo et al. in view of Coons et al. as applied to claims 1-3,5,7,12, and 13 above, and further 
in view of Bardenheuer et al. 

The combination of LoBiondo et al. in view of Coons et al., as described in detail above 
does not teach that the marketing event is an inquiry by a user for a price (claim 8). 

Bardenheuer et al. teaches a customer request for invoice (Figure 7 and column 10; lines 
59-60). Bardenheuer et al further teaches that this request (or marketing event) triggers the 
system to provide an invoice to the user (Figure 8 and column 10; lines 66-67). 

Examiner once again points out that invoices are defined as a list of goods specifying the 
price (Merriam Webster's Collegiate Dictionary), therefore to generate an invoice a price must 
be determined. Examiner notes that when the customer of Bardenheuer et al. requests an 
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invoice, the system must first determine the price of the call and then displays that price to the 
user. Thus Examiner notes that a request for an invoice represents a request for a price. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the combination of LoBiondo et al. in view of Coons et al. to 
detect the occurrence of the user requesting an invoice (request for price) as taught by 
Bardenheuer et al. One of ordinary skill in the art would have been motivated to modify the 
references in order to allow the user to verify the accuracy of the price at any time. 

The combination of LoBiondo et al. in view of Coons et al., as described in detail above 
does not teach that the marketing event is a time for transmitting an unsolicited advertisement to 
the customer (claim 10). 

Bardenheuer et al. teaches at the end of each billing period an invoice will be 
automatically mailed to the customer (column 2; lines 59-61). Examiner first notes that these 
automatic invoices are clearly unsolicited. Further, Examiner points out that Applicant fails to 
clearly define "advertisement" in the Specification and as such Examiner notes that 
advertisement is defined as the act or process of advertising. Further, advertising is defined as to 
make something known (Merriam-Webster's Collegiate Dictionary). Examiner notes that an 
invoice represents an advertisement as an invoice makes something (i.e. list of items and price) 
known. As such Bardenheuer et al.'s automatically mailed invoices represent unsolicited 
advertisements. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the combination of LoBiondo et al. in view of Coons et al. to 
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detect the occurrence of sending an monthly invoice (unsolicited advertisement) as taught by 
Bardenheuer et al. One of ordinary skill in the art would have been motivated to modify the 
references in order to remind the customer of what they owe and have purchased. 

Examiner notes that the invoice of Bardenheuer et al relates to the cost of a call 
determined based on customer usage (column 2; lines 53-60). Examiner asserts that the usage 
based tracking and billing of Bardenheuer et al. makes the references analogous art. 

Claims 9,;1 1, 15 and 26-27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over LoBiondo et al. in view of Coons et al. as applied to claims 1-3,5,7,12, and 13 above, and 
further in view of Official Notice (evidence in support of Official Notice includes Applegate et 
al. and Kanemitsu et al.) 

The combination of LoBiondo et al. in view of Coons et al., as described in detail above 
does not teach that detecting the marketing event comprises receiving a depleted toner cartridge 
from the customer (claim 9) wherein the toner cartridge has a component memory integrated 
therewith (claim 1 1). 

Examiner notes that it is old and well known for toner cartridges to include component 
memory integrated therewith that store machine data (printing device) relating to usage history 
of the image forming apparatus (for example see: Applegate et al. column 5; lines 7-14). Further 
it is old and well known to use the information in the memory of the toner cartridge in order to 
provide both a supplier and the user with reliable data of the used service life (depletion of toner 
cartridge) (for example see Kanemitsu et al. column 2; lines 63-64). Examiner notes that one of 
ordinary skill would recognize that the information about the usage history of an image forming 
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apparatus captured in the memory of a toner cartridge is useful for tracking the usage of an 
image forming apparatus that is not connected to a network. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the combination of LoBiondo et al. in view of Coons et al. to 
include collecting information from the memory chip of toner cartridges associated with image 
forming apparatus not attached to the network (detecting the occurrence of a depleted toner 
cartridge wherein the toner cartridge has a component memory integrated therewith). One of 
ordinary skill would be motivated to combine these references in order to track the usage of an 
image forming device which is not connected to the network. 

The combination of LoBiondo et al in view of Coons et al, as described in detail above 
does not teach determining historical printing device usage comprises retrieving a component 
page count from the component memory that indicates a number of pages printed using the 
depleted printing device replaceable component and adding the component page count to a 
cumulative page count to derive a new cumulative page count, the cumulative page count 
indicating the total number of pages printed by the customer using a printing device replaceable 
component (claims 1 1 and 26). 

Examiner notes that the combination of LoBiondo et al. in view of Coons et al. teaches 
tracking a cumulative page count for at least one machine via counters over a network. 
However, this does not specifically include tracking the information from memory of a received 
depleted toner cartridges. Examiner once again relies on Official Notice and asserts that it is old 
and well known in the art for toner cartridges to include component memory integrated therewith 
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that store machine data (printing device) relating to usage history of the image forming apparatus 
(for example see: Applegate et al. column 5; lines 7-14). Also, Examiner once again notes that 
one of ordinary skill would recognize that the information about the usage history of an image 
forming apparatus captured in the memory of a toner cartridge is useful for tracking the usage of 
an image forming apparatus that is not connected to a network. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the inventory tracking process of LoBiondo et al. in view of 
Coons et al. to include cumulative pages counts captured in the memory devices of depleted 
toner cartridges as taught by Official Notice and to use these pages counts as part of the 
aggregate (cumulative) usage information. One of ordinary skill in the art would be motivated to 
combine these references in order to capture usage information for image forming apparatus not 
connected to the network. 

Examiner notes that the price determined by the combination of LoBiondo et al. in view 
of Coons et al. and in further view of Official Notice is for a component to replace the depleted 
component. One of ordinary skill knows that toner cartridges are specific to a particular printer 
and therefor a user must replace a depleted component with an identical replacement. As such it 
is inherent that the new component be identical to depleted component (claim 1 1 and 26) in order 
for the replacement component to work in the machine. 

The combination of LoBiondo et al. in view of Coons et al., as described in detail above 
does not specifically teach the replaceable component is a laser printer toner cartridge (claims 1 5 
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and 27). LoBiondo et al. specifically teaches reprographic machines. Examienr takes Official 
Notice that laser printers are old and well-known reprographic machines and therefore laser 
printer toner cartridges are an old and well-known consumable material for reprographic 
machines. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the consumable materials of the reprographic machines of 
LoBiondo et al. in view of Coons et al. to specifically include laser toner cartridges. One of 
ordinary skill in the art would have been motivated to modify the references in order to track the 
usage of laser printers owned by the customer. 



Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

Claims 16 and 19-20 are rejected under 35 U.S.C. 102(e) as being anticipated by Coons 

et al 

Coons et al. teaches a printing device usage database that stores historical printing device 
usage for a plurality of customers, the historical printing device usage being a number of pages 
printed by a particular brand of printing device owned by a customer. Specifically, Examiner 
references column 2; line 66 - column 3; line 17, which teaches a local server and data store 
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which captures and aggregates usage data associated with monitored assets of an enterprise. 
Coons et al further teaches a remote server and data store which receives and stores the usage 
data from the local server and local data store. 

Examiner notes that it is inherent to the system of Coons et al. that the remote data store 
stores usage information for a plurality of enterprises (customers). Support for this assertion is 
found on column 9; lines 25-43. This passage details the steps followed for Finance Company to 
retrieve information from the remote server. Specifically, step 2 states, "Finance Company 
clicks button on a page after selecting an enterprise for which a report is to be generated." 
Examiner notes that Webster's II New Riverside Dictionary defines select as: "To pick out or 
choose from a number of choices." Since the Finance company "selects" an enterprise, it is 
inherent that there are a plurality of enterprises (customers) to select from and therefore the 
remote sever necessarily stores information from a plurality of enterprises (customers). 

Examiner believes that the above evidence provides a basis in fact and/or technical 
reasoning to reasonably support the determination that the allegedly inherent characteristic (i.e. 
stores historical printing device usage for a plurality of customers) necessarily flows from the 
teachings of the applied prior art (MPEP 2112). 

Coons et al. teaches a pricing module; and/or a pricing module configured to calculate a 
price of a printing device replaceable component for sale to a customer, the price being 
dependent upon the customer's historical printing device usage. 
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Examiner references column 8; 49-52 which states that a billing company generates an 
invoice based on aggregated usage data associated with the assets. First Examiner notes that this 
represents a module used by the billing company to generate the invoice. 

Further, Examiner notes that the invoice of Coons et al. is for consumables, this is 
supported on column 2; lines 50-56, where Coons et al. states that the purpose of the invention to 
improve upon systems that transmit requests for consumables but don't support remote access to 
the usage data. Clearly the invoice is generated for a consumable (printing device replaceable 
component ) based on a customer's aggregated usage data (historical printing device usage). 

Examiner asserts that aggregated usage, as applied above represents historical usage, as 
the usage must have already occurred in order for it to be aggregated or totaled. The system 
could not aggregate usage that has not happened. 

Further, Merriam Webster's Collegiate Dictionary defines invoice as u a list of goods 
specifying the price/' Thus, to generate an invoice or a list of goods specifying the price, a price 
necessarily will be calculated. 

Therefore, Examiner asserts, the module of Coons et al. which generates an invoice based 
on aggregated usage data represents a pricing module configured to calculate the price of a 
printing device based on historical printing device usage. 

Coons et al. teaches a usage module configured to calculate historical printing device 
usage for each customer (e.g. column 4; lines 16-18). Examiner notes that Coons et al.'s usage 
data aggregation system represents a usage module. Once again Examiner points out that 
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aggregated data represents historical data since usage cannot be aggregated unless it is historical 
(i.e. happened already). 

Coons et al. teaches a message transmission means for transmitting the calculated price of 
the printing device replaceable component to the customer. Examiner notes that this is inherent 
to the system of Coons et al. Examiner once again reference column 8; lines 59-52 and notes 
that a billing company would not generate an invoice without a means to transmit that invoice to 
the enterprise (customer). 

Coons et al. teaches an order center configured to receive a customer order for one or 
more printing device replaceable components as required by claim 19 (column 2; lines 39-56). 
Specifically Coons et al. teaches automatic or semi-automatic ordering over a communications 
network to a reorder site. The reorder site of Coons et al. represents an order center. 

Coons et al. further teaches that the printing device usage is a number of pages printed 
from the printing device over a usage time. Examiner notes that Coons et al. teaches usage data 
from networked reprographic machines is supplied to an inventory tracking system for 
monitoring inventories of supplies consumed by the network. Examiner notes that usage of a 
printer (reprographic machine) relates specifically to the number of pages printed. Therefore, in 
order to aggregate this information, as taught by Coons et al. it must be over a period of time. 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Coons et al. in 
view of Hirst et al. 

Coons et al. as described above does not teach a recycling center to receive a depleted 
printing device replaceable component that has component memory integrated therewith in and 
to retrieve a page count from the component memory, that page count indicating a number of 
pages printed utilizing the printing device replaceable component. 

Hirst et al. teaches consumable products are returned to the manufactured for recycling 
upon exhaustion (column 1; lines 29-31). Hirst et al. further teaches storing information within 
the consumable memory which can be obtained by the manufacturer at a later time. The 
information can include number of pages printed since last consumable (column 3 ; lines 15-30). 
Examiner notes the above teachings of Hirst et al. represent replaceable component with memory 
for storing page count indicating the number of pages printed utilizing the printing device 
replaceable component. In addition, the teachings of Hirst et al. represent this a recycling center 
of a manufacturer who is able to receive the replaceable component and access the information 
in the memory. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the system of Coons et al. to include a recycling center to receive 
replaceable components and to retrieve page count information indicating the number of pages 
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printed utilizing the replaceable component from the memory of the replaceable component as 
taught by Hirst et al. One of ordinary skill in the art would be motivated to combine the 
references as taught in order to provide a communication between the manufacturers of the 
consumable components regarding consumption rates (Hirst et al. column 2; lines 19-22). 

Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Coons et 
al. in view of Dictionary of Business Terms. 

Examiner notes that Coons et al. teaches usage data from networked reprographic 
machines is supplied to an inventory tracking system for monitoring inventories of supplies 
consumed by the network. Examiner notes that usage of a printer relates specifically to the 
number of pages printed. In addition, to aggregate the usage, it must be done over a time period. 

Coons et al., as described in detail above does not teach the usage time period is a 
moving average. Dictionary of Business Terms defines moving average as the average price of 
inventory, constructed on a fixed period, used to show trends for the latest interval. Dictionary 
of Business Terms goes on to give the example of the "past 30 days". 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the usage time period of Coons et al. by defining the the time 
period to be a moving average as taught by the Dictionary of Business Terms in order to show 
trends for the latest interval. 



Claim 22 is rejected under 35 U.S.C. 
view Official Notice. 



103(a) as being unpatentable over Coons et al. in 
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Examiner notes that Coons et al. teaches usage data from networked reprographic 
machines is supplied to an inventory tracking system for monitoring inventories of supplies 
consumed by the network. Examiner notes that usage of a printer relates specifically to the 
number of pages printed. In addition, to aggregate the usage, it must be over a time period. 

Coons et al., as described in detail above does not teach calculating the average number 
of pages printed per month. 

Examiner takes Official Notice that a month is an old and well known predefined time 
period used to tabulate information. For instance utility companies bill customers based on 
monthly usage, banks send out monthly statements and mortgage companies require monthly 
payments. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the usage time period of Coons et al. by defining^the time period 
as a month as taught by Official Notice. One of ordinary skill in the art would be motivated to 
modify the references in order to provide users with a standard and well-established time frame. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claims 16, 18-19 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over J 
Coons et al in view of Bardenheuer et al. 

Examiner notes that the rejection here for claim 16 under 35 U.S.C. 103(a) is pursuant to 
MPEP 2112 which states that a rejection under 35 USC 102/103 can be made when the prior art 
product seems to be identical except that the prior art is silent to an inherent characteristic. There 
is nothing inconsistent in concurrent rejections for obviousness under 35 USC 103 and for 
anticipation under 35 USC 102. 

Coons et al teaches a printing device usage database that stores historical printing 
device usage, the historical printing device usage being a number of pages printed by a particular 
brand of printing device owned by a customer. Specifically, Examiner references column 2; line 
66 - column 3; line 17, which teaches a local server and data store which captures and 
aggregates usage data associated with monitored assets of an enterprise. Coons et al. further 
teaches a remote server and data store which receives and stores the usage data from the local 
server and local data store. 

Examiner notes that Coons et al. does not specifically teach that the remote data store 
contains usage information for a plurality of enterprises. However Examiner asserts that Coons 
et al does contain teachings to support that it would be obvious for the remote data store to 
usage data for multiple enterprises. Support for this assertion is found on column 9; lines 25-43. 
This passage details the steps followed for Finance Company to retrieve information from the 
remote server. Specifically, step 2 states, "Finance Company clicks button on a page after 
selecting an enterprise for which a report is to be generated." Examiner notes that Webster's II 
New Riverside Dictionary defines select as: "To pick out or choose from a number of choices." 
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Since the Finance company "selects" an enterprise, it is inherent that there are a plurality of 
enterprises (customers) to select from and therefore the remote sever necessarily stores 
information from a plurality of enterprises (customers). 

Examiner believes that the above evidence supports the idea that it would be obvious for 
one of ordinarly skill in the art to modify the silent teaching of Coons et al. to include storing 
usage data on multiple customers in the remote data store. One of ordinary skill would be 
motivated to modify the teachings so as to have one central location where a Finance or Billing 
company could go to get usage data for any of their customers. 

Coons et al. teaches a pricing module; and/or a pricing module configured to calculate a 
price of a printing device replaceable component for sale to a customer, the price being 
dependent upon the customer's historical printing device usage. 

Examiner references column 8; 49-52 which states that a billing company generates an 
invoice based on aggregated usage data associated with the assets. First Examiner notes that this 
represents a module used by the billing company to generate the invoice. 

Further, Examiner notes that the invoice of Coons et al. is for consumables, this is 
supported on column 2; lines 50-56, where Coons et al states that the purpose of the invention to 
improve upon systems that transmit requests for consumables but don't support remote access to 
the usage data. Clearly the invoice is generated for a consumable (printing device replaceable 
component ) based on a customer's aggregated usage data (historical printing device usage). 
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Examiner asserts that aggregated usage, as applied above represents historical usage, as 
the usage must have already occurred in order for it to be aggregated or totaled. The system 
could not aggregate usage that has not happened. 

Further, Merriam Webster's Collegiate Dictionary defines invoice as "a list of goods 
specifying the price." Thus, to generate an invoice or a list of goods specifying the price, a price 
necessarily will be calculated. 

Therefore, Examiner asserts, the module of Coons et al. which generates an invoice based 
on aggregated usage data represents a pricing module configured to calculate the price of a 
printing device based on historical printing device usage. 

Coons et aj. teaches a usage module configured to calculate historical printing device 
usage for each customer (e.g. column 4; lines 16-18). Examiner notes that Coons et al.'s usage 
data aggregation system represents a usage module. Once again Examiner points out that 
aggregated data represents historical data since usage cannot be aggregated unless it is historical 
(i.e. happened already). 

Coons et al. does not specifically mention a message transmission means for transmitting 
the calculated price of the printing device replaceable component to the customer (claim 16) 
wherein the message transmission means comprises a network connection (claim 18). 
Bardenheuer et al. teaches that a customer request for invoice (Figure 7 and column 10; lines 59- 
60) triggers the system to provide an invoice to the user (Figure 8 and column 10; lines 66-67). 
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Examiner notes that the invoice is transmitted over the Internet, which represents a network 
connection as required by Claim 18. 

Examiner once again points out that an invoice represents a list of prices. As such, a 
module that transmits an invoice is also a module that transmits a price. One of ordinary skill 
recognizes that a company would transmit an invoice or price in order to facilitate payment. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the system of Coons et al. to include a module to transmit the 
invoice or price over the Internet as taught by Bardenheuer et al. One of ordinary skill in the art 
would have been motivated to combine the references in order to facilitate payment. 

Coons et al. teaches an order center configured to receive a customer order for one or 
more printing device replaceable components as required by claim 19 (column 2; lines 39-56). 
Specifically Coons et al. teaches automatic or semi-automatic ordering over a communications 
network to a reorder site. The reorder site of Coons et al. represents an order center. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Coons et al. in 
view of Bardenheuer et al as applied to claim 16 above, and further in view of Hirst et al. 

The combination of Coons et al. in view of Bardenheuer et al. as described above does 
not teach a recycling center to receive a depleted printing device replaceable component that has 
component memory integrated therewith in and to retrieve a page count from the component 
memory, that page count indicating a number of pages printed utilizing the printing device 
replaceable component. 
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Hirst et al. teaches consumable products are returned to the manufactured for recycling 
upon exhaustion (column 1 ; lines 29-3 1). Hirst et al further teaches storing information within 
the consumable memory which can be obtained by the manufacturer at a later time. The 
information can include number of pages printed since last consumable (column 3 ; lines 15-30). 
Examiner notes the above teachings of Hirst et al. represent replaceable component with memory 
for storing page count indicating the number of pages printed utilizing the printing device 
replaceable component. In addition, the teachings of Hirst et al. represent this a recycling center 
of a manufacturer who is able to receive the replaceable component and access the information 
in the memory. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the combination of Coons et al. in view of Bardenheuer et al. to 
include a recycling center to receive replaceable components and to retrieve page count 
information indicating the number of pages printed utilizing the replaceable component from the 
memory of the replaceable component as taught by Hirst et al. One of ordinary skill in the art 
would be motivated to combine the references as taught in order to provide a communication 
between the manufacturers of the consumable components regarding consumption rates (Hirst et 
al. column 2; lines 19-22). 

Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Coons et al. in 
view of Bardenheuer et al. as applied to claim 16 above, and further in view of Dictionary of 
Business Terms. 



Application/Control Number: 09/942,296 Page 25 

Art Unit: 3627 

Examiner notes that the combination of Coons et al. in view of Bardenheuer et al. teaches 
usage data from networked reprographic machines is supplied to an inventory tracking system 
for monitoring inventories of supplies consumed by the network. Examiner notes that usage of a 
printer relates specifically to the number of pages printed. In addition, to aggregate the usage, it 
must be done over a time period. 

The combination of Coons et al. in view of Bardenheuer et al, as described in detail 
above does not teach the usage time period is a moving average. Dictionary of Business Terms 
defines moving average as the average price of inventory, constructed on a fixed period, used to 
show trends for the latest interval. Dictionary of Business Terms goes on to give the example of 
the "past 30 days". 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to modify the usage time period of Coons et al. by defining the time period 
to be a moving average as taught by the Dictionary of Business Terms in order to show trends for 
the latest interval. 

< 

Claim 22 is rejected under 35 U.S.C. 103(a) as being unpatentable over Coons et al. in 
view of Bardenheuer et al. as applied to claim 16 above, and further in view of Official Notice. 

Examiner notes that the combination of Coons et al. in view of Bardenheuer et al teaches 
usage data from networked reprographic machines is supplied to an inventory tracking system 
for monitoring inventories of supplies consumed by the network. Examiner notes that usage of a 
printer relates specifically to the number of pages printed. In addition, to aggregate the usage, it 
must be over a time period. 
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The combination of Coons et al. in view of Bardenheuer et al. as described in detail 
above does not teach calculating the average number of pages printed per month. 

Examiner takes Official Notice that a month is an old and well known predefined time 
period used to tabulate information. For instance utility companies bill customers based on 
monthly usage, banks send out monthly statements and mortgage companies require monthly 
payments. 

It would have been obvious to a person of ordinary skill in the art at the time the invention was 
made to modify the usage time period of Coons et al. by defining the time period as a month as 
taught by Official Notice. One of ordinary skill in the art would be motivated to modify the 
references in order to provide users with a standard and well-established time frame. 

Coons et al. teaches that an asset shall be construed broadly to include any shared 
peripheral device including, but not limited to printers, copiers, facsimile machines, scanners, 
modems, computers and storage devices. Coons et al. does not specifically mention Laser 
Printers as required by claim 23). Examiner notes that one of ordinary skill would recognizes 
that a laser printer is an old and well known peripheral device under the category of printer. It 
would have been obvious to a person of ordinary skill in the art at the time the invention was 
made to include a laser printer in the definition of asset in order to track the usage of this old and 
well known type of peripheral. 

Conclusion 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 . 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Response to Arguments 
Applicant's arguments filed 6/13/05 have been fully considered but they are not 
persuasive. 

Applicant asserts that nothing in Coons discloses or suggests that the price of a 
consumable is calculated as a function of aggregated usage data. Examiner respectfully 
disagrees and notes that based on the interpretation offered by Examiner in this Office Action, 
Coons does in fact teach just this. 

Examiner once again asserts that Coons et al. teaches a usage-based billing and 
management system and-method for printers and other assets. In particular Coons et al. teaches 
determining a price based for the printing device replacement components based on the historical 
printing device usage of the printing device and transmitting a price. Examiner first references 
column 2; lines 44-46, which states that systems are known to track usage from reprographic 
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machines to track the inventory of supplies consumed by those machines. Examiner notes that 
this represents using the usage of the printing device to track the supplies the machine uses. 

Next Examiner references column 8; 49-52 which states that a billing company generates 
an invoice based on aggregated usage data associated with the assets. Examiner notes that the 
invoice of Coons et al. is for the consumables, this is supported on column 2; lines 50-56, where 
Coons et al. states that the purpose of the invention to improve upon systems that transmit 
requests for consumables but don't support remote access to the usage data. Clearly the invoice 
generated based on the aggregate usage data is for the consumables ordered. 

Additionally, Examiner asserts that aggregated usage represents historical usage, as the 
usage must have already occurred in order for it to be aggregated or totaled. The system could 
not aggregate usage that has not happened. 

Further, Merriam Webster's Collegiate Dictionary defines invoice as a list of goods 
specifying the price. Therefore to generate an invoice a price must be determined. Examiner 
asserts, that to generate an invoice based on aggregated usage represents determining a price for 
the consumables based on the historical usage of the printing devices. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James A. Kramer whose telephone number is (571) 272 6783. 
The examiner can normally be reached on Monday - Friday (8AM - 5PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander Kalinowski can be reached on (571) 272 6771. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



James A. Kramer 
Examiner 
Art Unit 3627^ 
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